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Appl. No. 09/923,696 

Pre-Appeal Brief Request for Review dated August 14, 2009 
Reply to Office action of 5/18/09 

Argument in Support of 
Pre-Appeal Brief Request for Review 

In response to the non-final Office Action dated May 18, 2009, claims 3, 5- 
13, 15-17, and 20-26 having been twice rejected, Applicants respectfully file 
herewith a Notice of Appeal and request review of the present application before 
filing an appeal brief. 

Status of the Claims 

Claims 3, 5-13, 15-17, and 20-26 are pending in the present application. 
Claims 3, 15-17, 20, and 26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nussel (US 5,317,970). Claims 3, 6, 9, 16-17, 21, and 26 are 
rejected under 35 U.S.C. 102(b) as being anticipated by Koguchi (US 6,082,263). 
Claims 5, 15, 20, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Koguchi in view of Gydesen (US 5,644,986). Claim 13 is 
rejected under 35 U.S.C. 103(a) as being unpatentable over Koguchi in view of 
Shin (US 6,148,728). Claims 7-8, 10-12, and 22-24 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Koguchi. 

Clear Errors for Review 

Applicants respectfully assert that the Examiner's rejections are clearly 
improper and request that the panel of examiners reverse the rejections. 

Independent Claims 3, 16-17, and 26 of the instant application clearly recite 
the limitation of applying liquid clearing medium to the printing form in a non- 
abrasive manner, irreversibly clearing all image information on a surface of the 
printing form. Neither Nussel nor Koguchi shows a liquid clearing medium (see 
Decision on Appeal dated September 30, 2008, page 9, first and second 
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paragraphs and Decision on Request for Rehearing dated February 11, 2009, page 
3, last paragraph). It is noted that Nussel only discloses gaseous fluids (not liquid) 
as the clearing medium (see Decision on Request for Rehearing dated February 
1 1 , 2009, page 4, last paragraph). 

With regard to the rejection over Koguchi, Applicants believe that it is 
improper for the Examiner to raise the same rejection that has already been 
reversed by the Board of Patent Appeals and Interferences. 

The Examiner has asserted on page 7 of the Office Action dated May 18, 
2009 that Nussel teaches the step of treating the printing form with liquid (col. 4, 
lines 50-52). However, treating the printing form in liquid is totally different from 
applying liquid clearing medium to the printing form in a non-abrasive manner, 
irreversibly clearing all image information on a surface of the printing form. The 
Examiner clearly has not understood the difference between "cleaning" and 
"clearing." The term "clearing" has been construed as converting back the entire 
surface of the printing form to a uniform hydrophilic or lipophilic state, after the step 
of removing residual ink from the surface of the printing plate (see Decision on 
Appeal dated September 30, 2008, page 7, first paragraph). Similarly, the solvent 
mentioned in Koguchi is also used for cleaning, not clearing the printing form. 

Accordingly, it is respectfully submitted that the claims are in condition for 
allowance and clear error has been committed in the non-final Office Action. 
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